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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effect under this subsection of a national application published under section 122(b) 
only if the international application designating the United States was published under Article 21(2)(a) of such 
treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that a patent shall not be deemed filed in the United States for the purposes of this 
subsection based on the filing of an international application filed under the treaty defined in section 351(a). 

Claims 1-2, 4-12 and 14-22 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Bassett, Jr. et aL ('241). 

Claim 1: FIG. 2 discloses the generation of an image derived from the analysis of genes 
or proteins. Col. 5, lines 1-13 describes the usage of a scanning device which scans the image. 
The image is then stored in a database (106). The image can subsequently be retrieved for 
various forms of analysis (col 1 1, lines 35-38). The images are standardized in the sense that 
they are all two dimensional and in color. The reference also recognizes additional image 
standards, such as JPEG (col. 5, line 1). 

Claim 2: FIG. 2 discloses the generation of an image derived from the analysis of genes 
or proteins. The image is a pattern of spots. The pattern is gene specific (see FIG. 6 where the 
pattern is specific to a particular gene name). The image may be derived from a polymerase 
chain reaction that involves an electrophoresis separation, typically occurring a gel (col. 7, lines 
61-65). A scanning device scans the image and stores the scan in a database (106). As seen in 
FIG. 1, multiple users (108, 1 16) can input the spot patterns into the database. Multiple users can 
retrieve the data from the database as well (col. 19, lines 16-17). 
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Claim 4: As seen in FIG. 1, all communications with the database (106) are made by 
entities (108, 1 16) that are external in relation to the database (106). 

Claim 5: Communications may be achieved over the Internet (1 12 in FIG. 1). 

Claims 6: Any equipment used in a laboratory to achieve the electrophoresis described at 
col. 7, lines 61-66 reads as a customized kit for identifying genes. Also note applicant's 
statement on page 7, line 10 of the specification, where applicant states: "Apart from the 
resulting spot pattern images displayed on the gel } the details of such PCR-electrophoresis 
operations form no part of the novelty of the present invention. " 

Claim 7: Electrophoresis equipment is customized for identifying genes. Without any 
description as to how the kit is customized, the claim reads on any electrophoresis equipment. 
Also not applicant's statement on page 7, line 10, of the specification. 

Claim 8: Any electrophoresis equipment can be used for identifying unknown genes. 

Claim 9: The image comparison permitted by the system of Bassett, Jr. et al. can assist in 
the identification of mutations (col. 42, lines 22-24). 

Claim 10: The system of Bassett, Jr. et al. permits the evaluation of specific drug 
candidates on cells, thus aiding in identifying target cells affected by these drugs (col. 24, lines 
60-62). 

Claim 11: Col. 19, lines 13-21 describe the access of the database (or databases) by 
external researchers. Since the system is available over the Internet (112 in FIG. 1), the 
information in the databases has a global reach. 

Claim 12: See remarks for claim 1. 

Claim 14: See remarks for claim 4. 
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Claim 15: See remarks for claim 5. 
Claim 16: See remarks for claims 2 and 6. 

Claim 17: Col. 19, lines 13-21 describe the presence of other databases maintained by 
other research entities, which read as "protein databases", since they also contain the same 
biological response data as the database (106). The "biological response software" (304) reads 
as the "protein modeling software" since the biological response, such as the pattern of dots in 
FIG. 2, provides a visualization model of gene based or protein based materials. 

Claims 18-20: Col. 19, lines 13-21 describe other genomic references in the form of 
other research entities, "biological response software" that reads as "protein modeling software" 
and other databases (col. 19, line 14 in particular). 

CI aims 21-22: Each of the images are the same two dimensional color images. The 
images are thus standardized (they all have the same 2-D color format) and the standard dictates 
the size (two dimensions) and contrast (full color images). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patentedand the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Claims 3 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bassett, 
Jr.etal. ('241). 

Claims 3 and 13 differ from the claims in that it does not specifically disclose multiplex 
polymerase chain reaction by two dimensional scanning. Basset, Jr. et al. only disclose 
polymerase chain reaction in general terms. 
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However, multiplex polymerase chain reaction by two dimensional scanning is well 
known in the art by applicant's admission in the disclosure (page 1, second paragraph of 
specification). 

Bassett. Jr. et al. also states that other systems are within the spirit and scope of the 
invention (col. 5, lines 30-35). 

It would therefore have been obvious to one of ordinary skill in the art to modify Bassett, 
Jr. et al. to obtain data by multiplex polymerase chain reaction by two dimensional scanning as a 
choice of design well known in the art by applicant's own admission and applicable to Bassett Jr. 
et al as another system for generating biological responses (col. 5, lines 30-35. of Bassett Jr. et 
al.). 

Remarks 

Applicant's arguments have been considered. 

Applicant argues that the two dimensional spot patterns of Bassett, Jr. are not 
"standardized", and points to pages 4, 8, 9 and 10 of the original specification for a definition of 
the term "standardized" in reference to image display formats. Examiner finds two discussions 
of the term "standardized" in applicant's original specification. 

One of these discussions is at page 9, which refers to "standardized formatting software" 
but provides no details on the meaning of the term "standardized". 

A more detailed discussion of the term appears at page 8, in the first paragraph, where 
applicant states that images are formed into a "...standard form (size, contrast, etc.). From 
reviewing these remarks, it is clear that size and contrast are general standards that may be used. 
In the case of Basset, Jr. et al. it is clear that contrasting colors are used to depict the genes 
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according to a standard contrasting format. Thus, using applicant's own definition, the Bassett, 
Jr. et al. fully anticipates the claimed standards. 

However, the first paragraph of page 8 in applicant's specification only recite size and 
contrast as examples of standards that may be applied. It is clear from a reading of this 
discussion that other examples of standards may be used (see page 8, lines 3-4, where applicant 
uses the phrase "size, contrast, etc."). Thus, the alterative examples of standards, such as two 
dimensional display formats and the JPEG format are also considered to be image display 
standards consistent with applicant's intended meaning of the term "standards". 

This office action is non-final. 

Any inquiry concerning this communication should be directed to Sam Rimell at 



telephone number (703) 306-5626. 




Sam Rimell 
Primary Examiner 
Art Unit 2 175 



